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DETAILED ACTION 

1 . The Office acknowledges the receipt of Applicant's amendment and Information 
Disclosure Statement filed July 14, 2008. Claims 1, 2, 4 and 9-13 are pending and are 
examined in the instant application. 

All previous rejections not set forth below have been withdrawn. The text of 
those sections of Title 35, U.S. Code not included in this action can be found in a prior 
Office action. 

This action is made FINAL. 

Since SEQ ID NO:3366 was first disclosed in the instant application, Applicant 
date of priority benefit is July 2, 2003. 

Claim Rejections - 35 USC § 112, second paragraph 

2. Claims 4 and 9-1 2 are rejected under 35 U.S.C. 1 1 2, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. This rejection is necessitated by amendment. 

In claim 4, "high stringency conditions" is unclear because the specification (p. 
1 1 ) gives an example of a high stringency condition but does not define this term. It is 
suggested that Applicant recites the desired hybridization conditions in the claim. 

In claims 9-12, "at least" sets a lower limit, and "about" may be more or less than 
a recited value. Thus, the metes and bounds of "at least about" are unclear. 

Clarification and/or correction are required. 
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Claim Rejections - 35 USC § 101 

3. Claims 1, 2, 4 and 9-13 are rejected under 35 U.S.C. 101 because the claimed 
invention is not supported by either a substantial, specific asserted utility or a well 
established utility. This rejection is maintained for reasons of record. 

Applicant traverses primarily that SEQ ID NO: 3366 is a member of the 
cytochrome p450 family, and the sequences in the instant application can be used "for 
improving nitrogen yield, stress, heat, cold, osmotic, draught, and pest tolerance, 
increasing seed protein yield and content." 

Applicant's traversals have been carefully considered but are deemed 
unpersuasive for the following reasons. As Applicant has indicated, P450 family 
members are extremely diverse and may share only a 16% sequence identity to another 
member (p. 8 of Remarks of July 14, 2008). Further, cytochrome P450 members have 
extremely diverse functions, affecting virtually all plant functions. Thus, absent 
guidance as to how SEQ ID NO:3366 can be used to achieve an immediate and specific 
benefit, the claimed invention lacks substantial, specific asserted utility. The laundry list 
of possible utilities for all 12,046 sequences disclosed in the specification does not 
obviate this rejection because it is unclear which of the above utilities is applicable to 
SEQ ID NO:3366, and how SEQ ID NO:3366 should be used to achieve its utility. 
Accordingly, this rejection is maintained. 

Claim Rejections - 35 USC §112, first paragraph 

4. Claims 1, 2, 4 and 9-13 are also rejected under 35 U.S.C. 112, first paragraph. 
Specifically, since the claimed invention is not supported by either a substantial, specific 
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asserted utility or a well established utility for the reasons set forth above, one skilled in 
the art clearly would not know how to use the claimed invention. 

Further, with regard to claims reciting sequences which hybridizes to SEQ ID 
NO:3366 and sequences having less than 100% sequence identity to SEQ ID NO:3366, 
these claims are further not enabled because they encompass unspecified base 
substitutions, deletions, additions, and/or combinations thereof without any recitation of 
function. 

These rejections are maintained for reasons of record. 

Applicant traverses that since the rejection under 35 USC 101 has been 
overcome, one skilled in the art would know how to make and use the claimed 
invention. Applicant also traverses primarily that codon degeneracy and conservative 
amino acid substitutions are known in the art, and "changes to the critical region of a 
protein should be handled with caution as to avoid influencing the activity of the protein." 

Applicant's traversals have been carefully considered but are deemed 
unpersuasive for the following reasons. With regard to the first traversal, since the 
rejection under 35 USC 101 is maintained, the enablement rejection in conjunction with 
the 101 rejection is maintained. With regard to the second traversal, Applicant's 
arguments are not commensurate in scope with the claims. The claims are not limited 
to codon degeneracy changes and conservative amino acid substitutions. Further, 
neither the specification nor the state of the art at the time the invention was made 
provides guidance as to where the critical regions(s) are, or what plant function SEQ ID 
NO:3366 has so that its activity can be maintained. Absent further guidance, one skilled 
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in the art cannot make and use the claimed invention without undue experimentation. 
Accordingly, this rejection is maintained. 

Remarks 

5. No claim is allowed. 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Phuong T. Bui whose telephone number is 571-272- 
0793. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached on 571-272-0975. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/Phuong T. Bui/ 

Primary Examiner, Art Unit 1638 
10/27/08 



